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REMARKS 

Reconsideration is requested. 

Claims 30-40, 52 and 53 have been canceled, without prejudice. Claims 1-29, 
41-51 and 54-64 are pending. 

Claims 44-46 have been amended to obviate the Section 1 12, second 
paragraph, rejection of the same. Withdrawal of the Section 1 12. second paragraph, 
rejection is requested. 

The applicants acknowledge, with appreciation, the Examiner's withdrawal of the 
previous art reiections based on the persuasiveness of the applicants' previous 
arguments. See, page 2 of Paper No. 13. The undersigned notes that the Examiner's 
comment in paragraph 1 on page 4 of Paper No. 13 may not be an accurate statement 
Of the Paten, Office inten^retation of the law. See, attached copy of the Notice dated 
December 1 1 , 2002 published at 1266 OG 77. 

The Section 102 rejection of claims 1, 2, 4-6 and 10-16 over Kitamura (U.S. 
Patent No. 6, 441,160) is obviated by the attached Rule 131 Declaration of Dr 
RAMASUBRAMANYAN, establishing invention of the subject matter of the rejected 
Claims prior to the effective date of the cited reference (i.e.. May 1 1 , ,999 - the date the 
reference is effective as a reference under 35 U.S.C. 102(e),. Specifically, the attached 
demonstrates the completion of a. least an embodiment of the claimed invention, such 
as is demonstrated in, for example, Example 5, starting at page 38 of the specification, 
and the associated figures. Withdrawal of the Section 102 rejection of claims 1 , 2, 4-6 
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and 10-16 over Kitamura is requested. The Examiner is requested to contact the 
undersigned in the event anything further is required in this regard. 

The Section 103 rejection of claims 1-27, 41-47, 51 and 54-62 over Kitamura and 
the enclosed Prazeres (Journal of Chromatography, Vol. 806, 31-45, 1998), is obviated 
by the attached Declaration of Dr. RAMASUBRAMANYAN. as the Declaration 
establishes invention of the subject matter of the rejected claims, to the extent the same 
is alleged to be disclosed in Kitamura. The claims are patentable over Prazeres, as 
apparently acknowledged by the Examiner, as there is no separate rejection based on 
the same. The Examiner is requested to advise the undersigned if anything further is 
required in this regard. Withdrawal of the Section 103 rejection of claims 1-27, 41-47, 
51 and 54-62 is requested. 

The indication that claims 28, 29, 48-50, 63 and 64 would be allowable if written 
in independent form to include all the limitations of the base claim and any intervening 
of the Office Action dated April 10, 2003. is acknowledged, with appreciation. For the 
reasons noted above, all of the claims are submitted to be in condition for allowance 
and a Notice to that effect is requested. 

The Examiner is requested to contact the undersigned if anything further is 
required in this regard. 
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Respectfully submitted, 
NIXON & VANDERHYE P.C. 



By: ^TV^^/^ 

S^Tsadoff 
Reg. No. 36,663 

1 100 North Glebe Road, 8th Floor 
Arlington, VA 22201-4714 
Telephone: (703) 816-4000 
Facsimile: (703)816-4100 
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Alternative Text Version 

Generally, 35 U S C S f* 

F, .rth. ^ °^ publication dates 

seq., tighth Edition (August 2001)) are 



preognotice/textl02encn-Pv u,^ 



10/10/03 



InU.al Cdehnes In,p,e.enHng Changes in 35 USC 102(e), 102(g) and 103(c) 
superceded by this notice and should no longer be followed. 

siGNincAifrPRoyisio^ 

A. Effective Date Provisions of the Amendments. 

The technical correction leqislation in hp oo-< c 

35 U.S C. § 102(e) in the exaSSion of all appiiS^^^^^^^^ °^ ^«-'«ed 

of or other proceedings to contest a! oatenff tS fi> ' ^'^f "^^er filed, and the reexamination 
relevant in determining what vers on off lol^lo aoK^^^^^ "° 'onger 

application, or the patent resulting from that anniLS^ -n determining the patentability of that 
supercede all previous versions of §^02^) 30^374 wi^ n f '"'^ ^^^'""'^^ P^°^is'0"s 

B. US and W,PO ,pp„caU„„ p„.„c,„„„3 ™, , , 

Paragraph fe) of 35 u r r Ann 

prior art effect for certain publicat^ns of Dat^;^ Ln . f- "^"^ '^^'^9°'^ °^ P'-'o'" art by proviS 

designated the United States and wa^ n. .Nifh w ! ?u mtemationai application 

ffit"'"^'^"^*^"'^°~ 

Publication under PCT Article 21(2) mav rtZ^Lll ^^^^ ^"SUsh language 
-nternational applicant or after the exSiS o 8 m^nTn'^^'f ^"'"'y P^^'^^^o" 'y In 
an international application An SS?h",?h ^^'''''est claimed filinq date in 

required to requesTpublication fr^ W^^^^^^^^^^^^^^ '^e US would coSe ,o be 

be in effect for such applicants. ' reservation under PCT Article 64(4) continue! to 

intetnS,X^;j^^^^ 

fSTn't of thf sf US^a 1^^^^^^^ AlPA to eliminate the reference to 

patents issued directly from^ -nter^Sil S ' ^^''^d '° 

'"f P"°^ ""der § ?i2(e '2 oTtL^d^^^^^^^^^ ^9. 2000 will no 

and (4) have been satisfied. Under 6 l02^PU9f I requirements of § 371 (c)(l ) (2) 

international filing date which i^on or IftS^' ^^^'^ended by the AlPA and H R 2215 in ' 

purposes of deteLiningtfe^li^^Si^^SL'J^ T' ' ^"''^^^ States ffng'da.e for 
application designated the UnitPri qLt^! 5 ^ d^*® °^ ^ Patent 'f the international 
Article 21 (2) by WlPO Published in the English language under PCT 

p'^ra^p^p;^^^^^^^^^^^ 

uf f To^er ^^^^^^^^^^ relied upon as a prior art date 

be^w in section I). Patents issueS di ec tly oS^^^^^^^^^ Provisions (reproduced 

29, 2000 may only be used as orShl aPP'ications filed 

effect before November 29, 2000. Thus the tifJT.^l^^^ °" provisions of § 102(e) in 
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SK^^^^^^^^^ Publications Of 

and US publications of the National Stage ^371^ Ho nn^ L would include WlPO publications 
under § 374. the intemational arpS^mlt be fitd on r^Z^ §J02(e) date at all. Specifically. 
WlPO publication to be "deemed a nTSiti^n J °^ November 29. 2000 for its 
possible prior a. referLce'ur r?l"o^^^^^^^^^^ mailable as a 

E Additional requirements for International applications filed on or after November 29. 

if ari international application was filed on or after November ?q 9nnn fh • ♦ . 
application must have designated tiie US anri HpI ur L 'ntemational 

(2) by WlPO in order for its intSonarrJing date^^^^ ""^^^ ^CT Article 21 

and be relied upon as a prior art date. ^ ^^^^ Purposes of § 1 02(e) 

aUca^: as a bridge to an earller-filed 

S ^5? .L^itiS(r ^^^^^ ^""^ '^-^"a'pJio^^tS^^^^^^ 

Sf^tofsTs-^c'i^lolS^^^^^^ 

I) Statutory Language of 35 U.S.C. §§ 102(e) and 374: 

"A person shall be entitled to a patent unless - 
A person shall be entitled to a patent unless- 

granted on an applicatio^fo? paSm bTSer ^e" The KedS^^^^^ '''T " ^ 
the applicant for patent exceot that an \r^^rrZ■ul^^^ , T ®? ^^e invention by 

section 351(a) shall have ?h^ eyecte fS tjo^^^^^^ ""^^^^^^ t^^^ty defined in^ 

the United States only if thetntematnLl apoTS JJn^^ "PP"'^^*'°" "'^d in 

published under Article 21(2) of suchTre^ty'SS En^ 

^/e^.- Fo. mPO PuMcate Of /nfematona//*pp//cate nie.priorto November 29, 
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M.^.- For WlPO Publications of International Applications r„e,on or after Novemter 29. 

I^pliSntS^^^^^^^^^^^^ ««e. Of an international 

except as provid'edl:L'SSonsTo2fe)^^^^^^^^^^ 

and 4506 through 4507. 
shall apply only to applications (inck.dfna intLSn=! . °^ November 29. 2000. and 
filed on or after that date rSe ar^^^^^^^ designating the United States) 

pending application filed before Ze^K 'ooo i suSVendtflf ''^^^ '^^'^ ^° 
pursuant to a request of the aoDlicant unripr c.'.^h i, I ^ application is published 
Director. Except as othe^fsl DrSedTn thif.^^^^^^ ""^^ established by the 

shall be effective as of SembS 29 2io^^S,H^^^^^^^^^ ""1 ^ ^"^^^^'^ f^^de by section 4505 
patents pending on or filed a?er Nov;mbe? S 2000 p'.^nS ^" ^PPlioations for 

application filed before Novernber 2^20^ S^lnn^^ f '^u^"'*'"9 ^^"^ ^n international 
or Article 21(2) of theleaTdefinedIn sS 351^ ^T'^^"^ P"^''^^"' *° ^^^"o" 122(b) 

filed before November 29 2oS sha I nofbe eff.^^^^^^^ ""'"^ ^'^^ ^" intemational application 
intemational application however such ''^^'f °^ """9 ^^te of the 

section 102(e) in effect on Nove^^^^^^^ accordance with 

") Impact of Statutory Changes and Effective Date of the Changes 

types of published patent appliMfcns- ^""^ "'"""^ "'^ ">"°""9 

S^an'oShS'dTsi'g^S^^^^^^^ 

PCT Article 21(2) b7wTpo ' ^""^ ""^'^ P"^'"^^^ '^^ ^"Slish language under 

'^^'^^^^^^^^^^ 

are filed on or after NovembL?29 2000 are coS^^^^ -^^^^ Article 21 (2)) which 

United States filing date. It is important trnoSS l1?Q ^P"?' °^ ^^rliest effective 
Stage of an international appli iXn o? a WIpS nuhlLtPnn P?"^ '°" °^ ^ National 

§§ 102(e)(1) and 374. as aSed bv H R 22^ f.^^^^^^^ of an international application under 
if the intemational applicaS^Safan intemalfonalSS^o^^^^^^ T'^ international filing date 
designated the United States anri J,Tc Kr f L -^ °" °'' November 29, 2000, 
Wipg. Priorto^h^eTp^iSm^^^^^^^^^ 

intemational application could only be prior art under f10?p;f^T^l^^ 

(and there were no US application publicalons) °^ '^^ publication date 

P^??rni2?hTsubiSioV°^^^^^^^^ 

the 35 U.S.C. § 371 (c)(1 ) f2) and f4 rem.SSinl^ recognizes the date of fulfillment of 

-wever.consLsi^i^rna?^,^-j^^^^^^^^ 
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Imtial Guidelines Implementing Changes in 35 USC 102(e). 102(g) and 103(c) Page 5 of 14 

under PCT Article 21 (2) by WlPO "'^ ""^^ published in the English language 

ISiTpS the^^^andTR ^^^^^^^^ §§ ^^^(e) and 374 must be 

applications being examined andalrnftf^J ^ amendments to § 102(e) apply to all 

§ 4508 of the Alphas amended by H R 221 5 f.^T""''"/ 1^"" ''^^ Sentence of 
the revised version'of § lol?e)'s corJ^pte^^^^^^^^^^ ^IPA). In other words, 

matter when filed, and all patents S S o^pv^nr" ^"'^^.^PP'-es to all applications, no 
under § 102(e), patents or^publStSs basXnTnSrSn''^^ '° "PP'^'^S- ^« P^'o^ 

29. 2000. Further, the amLdS to § 1/4 whi.h So ^ applications filed prior to November 
international applications under pST jJticle ziSas US ^^^^^^ publications of 

as.C. § 1 1 1 (a), are only effective for inte mat onL aonHrS^^^^^^ °^ applications filed under 35 
2000. Therefore an intPrnatinn=.r J^l . applications filed on or after November 29 

WiPO publicaS t:T"6es^:^^^^^^ °" ^ ^-ember 29, Jooo for'its 

possible prior art reference uS §1025(1) ' ^"'^ ^^^"^^'^ ^ 

I") Prior Art Rejections based on 35 U.S.C. § 1 02(g) 

coron^K^^^ diligence, while more 

hls'be^ aSS^Sed^S Sfbl" ^^^^^^^^^^^ -^iect matter at issue 

has been no abandonment, sJ^^Sion^r cSS^^^ ^2) there 

Pharmaceutical Co.. 927 F 2d 1200 120^1 a^fQlnoJ^ <.fr:^-^^ ^'"S'^"' ^- C^/'^^a' 
Farm Ec/u/pmen? Corp v Spenv Corl q^F OH ,?^f liH' ^^^^ ^''^^^ 1991); We^ Idea 
1990); £/ DaPonMe WemS cf ; P?^^^^ ^^^^^ ^^^4, 1428 (Fed. Cir. 

1129, 1132 (Fed. Cir. mTSrnberlc^rtvJ^^^^^^ ^^^O- 1434.7USPQ2d 

USPQ 603. 606-08 (Fed C IqS) f^ZJti " ^ Johnson, 745 F.2d 1437, 1444-46 223 

there must'be evicfeS thS the f^^^^ ^? ^"^^^ ^5 U.S.C. § 102(g). however 

alone is not sufficient. See K^r/y 7?5 F P^"'^"^^- ^^^^^ conception 

of an application for patent is a SS^; r^lrilo^^^^^ While the filing 

not in itself provide the evidence neces^^ to s^ow -^^ """9 application does 

subject matter disclosed in the apnli^aSI i. " ^'^i'^' '° P^^^^t'^e any of the 

rejection under 35 U.S.C. § 1^2(9) Thus Ssent eviSn^J"^ ^"^'^ P^^^ 

practice (which is generally not availabTdnSo 1 w ^" ^'^'"^l eduction to 

States patent applLtion puSSS or pa^^^^^^ ^'^'^'^^"^e °f a United 

U.S.C. § 102(g). Cf. In re Z/e z F 2d 319 323 ""der 35 

disc^sureln^^^^^^^^^^^ 

basiraV^ir^^^^^^^^^ 

USPQ 178 IBsVrPA ^Q7'>\ T ^^^s, 474 F.2d 1276 1283 1 77 
relating toVcfmSJn^a'ppl^S "^^^^^^^^^^^^^^ 

copending application which issued a^a oSe^w^T^^^^^ subcombination screen of a 

35 U.S.C. § 103(c), however sites ?hatsuiser^^^^^ combination), 

patentability where subject mat er de^^^^^^^ § P^^^'^de 

under 35 U.S.C § 102(q) and the rSn ^ f P^'^""' ^'^^^ ^o^^'d otherwise qualify 

owned by the same person or suL^tran o^^^^ "'P"''*'^" ""^^^ examinatiSn were 

time the invention was made. See M^S'§§^^^^^^ anflZT'l't''""' 

c ivircr /■ub.u^(() and 2146 (Eighth Edition (Aug. 2001)). 

USPQ 389 (Fed cri9m?S,„ ™ ^ Cos(e//o. 717 F 2d 1346 219 

uu.i unoer OFR 1 .131 ), and Kawa; v. Metlesics, 480 F.2d 
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IV) Examination Procedures under 35 U.S.C. §§ 102(e) and 374 

(1) Determine the effective filing date(s) of the application being examined. 

^srSrSS^^^^^^^^ ---(^). -93.03(0). 

(2) Determine and perform an appropriate prior art search. 

incLSnSrpS'S ""'^^ and 103, 

dates under § 102(e). """""""""^ f''^'^"' appi.cat.ons. and USpatents aocorded prior art 

(3) Determine if the potential reference under § 102(e) is "by another." 

different for the invlnt^e entSto be rfferei^and?rS '""""^ '"^^"^"^ be 

even if there are some commS invento^s^^l^^^ "^^^ ^« ^PP"c^ble 

revised by this notice. 'veniors. i>ee MPEP 706.02(a). Eighth Edition (Aug. 2001 ) as 

9^-^"^^:^^^^^^^^ -^-nce by following the 

(b)) or^J^pSiSS^ ^""^ " ^PP"^^«°" Publication (35 U S C § 122 

th^V^ference underTl02(ei. ^PP"'^^"^" ""^^^ PCT Article 21(2) in order to apply 

i^P-ic^aSffhl^S^^^ -^'-^ the benem o, an international 

in^elS^^^^^^^ 

priority or benefit claims to prior US appta ions unS^^^^^^^^ Tn 

thi foloX"^^^^^^ °^ ^'^'-^ ^-««t - international appiication. 

i. If the international application meets the following three conditions: 

1 . an international filing date on or after November 29. 2000; 

2. designated the United States; and 

3. published under PCT Article 21(2) in English. 

or pnonty lo an earlier-filed US provisional aSSfco ™r applicalion, 

..e easier .ing dale. assun,ing^a,, .^erSS/'s^jTo^trilireU^^^^^^^^^^ 
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this situation, do not apply the reference a^ nf itfintLrn 7 ^ P'"'^'" ^ate. In 

publication date, or fS rofU«e^?S fir„^l''',^''''''''', « 102(a) or (b) as of its 
tbe benefit of tl,e IntlrnatiTnafapSlo^^appS^^^^^^ """""y 

:^:etr»pS^^^^^^^^ 

compIeSSIeSLSroffSl?.^:"^^^^ ^ l"^!?^ ^ """^ ""^^ <>' 
applfcaBon tba, SretSonS^ija ^^'^ °' 

applied as of ttteir publication datS uS s wIS^^^^^^^ "^'^ ^"^'^ ^"'"'"""^^^ "^^y 

applicatfonVfcdST^N^^S "^^ <" 

«... date Of tbeyater^ied uKo^n°?Ki'.:.^;2^^;re!^^^^^^^^^ 

;*rnr:raSSio^~Lfa°^*|^^^^^^^^^ 

after the effecS^ fling ^.^Xe7;,^Z'^£^o':^^^S iSt -pSl If 
corresponding WlPO publication Can internati^^afappS^n'SltSKtaliirr's ,02,a, 

ip;iiSrri,r«^t;s'p2?!sr^^^ 

the US, may not be used as 8 1 Hotf ! f \P ^PPl'^a^ion publications or patented in 

Inte^ilona^rXlllrra^slir^^^^^^^^ 

(5) Determine wl,ether 35 U.S.C. 5 103(c) conmon assignee considerations apply. 

(a) Examiners should provide a copy of the appropriate statutory language under which the 
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rejection is made in the first Office action utilizing such a rejection. Only revised (October 2002 or 
more current) Form Paragraphs pertaining to § 102(e) should be used. 

(7) Final rejection practice: If a second or subsequent action contains a new ground of rejection 
necessitated by the change to 35 U.S.C. § 102(e) that was not also necessitated by an 
amendment to the claims or as a result of certain information disclosure statements that action 
cannot be made final. See MPEP 706.07(a). Eighth Edition (Aug. 2001). 

V) Examples 

In order to illustrate the prior art dates of US and WlPO publications of patent applications and 
United States patents under § 102(e), nine examples are presented below. The examples only 
cover the most common factual situations that might be encountered when determining the § 102 
(e) date of a reference. Examples 1 and 2 involve only US application publications and US 
patents Example 3 involves a priority claim to a foreign patent application. Examples 4-9 involve 
intemational applications. The time lines in the examples below show the history of the prior art 
references that could be applied against the claims of the application under examination or the 
patent under reexamination. 

The dates in the examples below are arbitrarily used and are presented for illustrative purposes 
°".Z tu '=°''''®'a''on of patent grant dates with Tuesdays or application publication dates 

with Thursdays may not be portrayed in the examples. 

Claims ^ ' Publication and Patent of § 1 1 1 (a) Application with no Priority/Benefit 

For reference publications and patents of patent applications filed under 35 U S C § 1 1 1 (a) with 

no claim for the benefit of. or priority to, a prior application, the prior art dates under § 102(e) 

accorded to these references are the earliest effective United States filing date Thus a 

Pi^c ',^^2^" of a § 1 1 1 (a) application, which does not claim any benefit under either 35 

; V^^f^' ""^^ °^ accorded the application's actual filing date as its prior 

art date under § 102(e). ^ 

[Image of Example 1] 

[Alternative Text: Graphic representation of time line of Example 1 depicting- a § 1 1 1 (a) 
application was filed with no claims for benefit/priority on December 8, 2000; a publication of the 5 
1 1 1 (a) application under § 1 22(b) on June 1 2. 2002 and a patent granted on the application on 
December 3, 2002.] 

The § 102(e)(1) date for Publication is: 08 Dec 2000 
The § 102(e)(2) date for the Patent is: 08 DEC 2000 

Example 2: Reference Publication and Patent of § 1 1 1 (a) Application with Priority/Benefit Claim 
to a Pnor US Provisional or Nonprovisional Application. 

For reference publications and patents of patent applications filed under 35 U S C § 1 1 1(a) the 
prior art dates under § 102(e) accorded to these references are the earliest effective United States 
filing dates^ Thus, a publication and patent of a § 1 1 1 (a) application, which claims priority under 
Ton r ^ '° ^ provisional application or claims the benefit under 35 U S C § 

120 of a prior nonprovisional application, would be accorded the earlier filing date as its prior art 
date under § 102(e), assuming the earlier-filed application has proper support for the subiect 
matter as required by §§ 119(e) or 120. 

[Image of Example 2] 
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[Alternative Text. Graphic representation of time line of Example 2 depictino- a first S 1 11 
application was filed January 1 , 2000 which is prior to the effective Se of ?0?/pWi i /Vo/ml 

and a patent was granted on the second application on December 2. 2002.] y ^""^ ■ 

The § 102(e)(1) date for Publication is: 01 Jan 2000 
The § 102(e)(2) date for the Patent is: 01 Jan 2000 

For reference publications and patents of patent applications filed under 35 U S C 8 1 1 1 Whn 
[Image of Example 3] 

The § 102(e)(1) date for Publication is: 21 Jun 1999 
The § 102(e)(2) date for the Patent is: 21 Jun 1999 

and was published in English under PCT Article 21(2) by WlPO have he s Vo2 w nr!r,r .l^.T ■ , 

.he,iwaspi;srunrp«j:i!;r,r^^^^^^ 

[Image of Example 4] 

i:s»iiin's^^ 

app cation publication by WlPO in English was on July 1. 2002Tthe § 371 c?(S^^^^^^^ 
u fullment date was June 1 . 2003; a publication by the USPTOundef § 122(b S^Ju J 1^ ^3- 
and a patent granted on § 371 application on November 1 , 2003.] ' 

The § 102(e)(1) date for the lA publication by WlPO is: 01 Jan 2001 
The § 102(e)(1 ) date for Publication by USPTO is: 01 Jan 2001 

http://ww.uspto. gov/web/offices/p ac/dapp/oDla/Dreognotir,e/fP.vtin9..^.^ 



10/10/03 



Initial Guidelines Implementing Changes in 35 USC 102(e), 102(g) and 103(c) Page 10 of 14 

The § 102(e)(2) date for the Patent is: 01 Jan 2001 
Additional Prinrity/Benefit Claimg- 

would be the internafcnal flLgtale assS ZT.?'""" 

subject matter relied upon as required by §To '* P™P=r S"PPdrt 'o' the 

references »ould be ^ 07^111 .fflidU^^^^^^^ ^ "^'^ ^" 

application has proper suppo'rt for thetu^jZ'arr&^S^^^^^^^^^^^^ 

Kar^-^sroS'ssfp^SsS^^^^^^^^ 

dates, but never under flSw '^'^ " ^ " °' '""""^«<>" 

[Image of Example 5] 

publication by ivi?Ono?;n fnSw^^^^^^^^ 

is June 1, 2003; a publication bVhe"SlpTOtS(b)lL'l^ffi^^^^ oflTn 
was granted on § 371 application on November 2. 2004.] ' ^ P^*^"* 

The § 102(e)(1) date for the lA publication by WlPO is: None 
The § 102(e)(1) date for Publication by USPTO is: None 
The § 102(e)(2) date for the Patent is: None 
The lA publication by WlPO can be applied under § 102(a) or (b) as of its publication date (01 July 
Additional Prinrify/Benefit Claims;- 

exL'p'ifa^" "htSS^^^^^^^^^ 

»ou,d''be the actua?!,,;" dl'of'^e iK^UsC^^^ 

a^io^r:re:r.^oo°o^ruteX^si^^^ 

tep^//www.usplo.80v/web/offices/n«c/H»n./n.l./„. _ j^^j^^^^ 
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relevant) 

2Mo'^?h^ JL? internatonal applications having international filing dalerprior o No„em^^^^^^ 
dales. " '°" <^'^"^'°"^ =PP«=1 under 1 102(a) I (b) as^thelr puSlfon 

[Image of Example 6] 

October 3, 2002, a patent granted on § 371 application on November 1 , 2003.] 
The § 102(e)(1) date for the lA publication by WlPO is: None 
The § 102(e)(1) date for Publication by USPTO is: None 
The § 102(e) date for the Patent is: 01 July 2002 
The lA publication by WlPO can be applied under § 102(a) or (b) as of its publication date (01 July 

Additional Prinrity/Rpn efit Claims- 

requirements of § 371(c)(1), (2) and (4)). U'le aaie mat tne earlier-filed lA fulfilled the 

frJf S- ^" based on a§ 1 1 1 (a) Application which is a Continuation of an 
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[Image of Example 7] 



The § 102(e)(1) date for the lA publication by WlPO is: 01 Mar 2001 
The § 102(e)(1) date for Publication by USPTO is: 01 Mar 2001 
The § 102(e)(2) date for the Patent is: 01 Mar 2001 
AddjtionaljPrioritv/Benefit Claims- 

baLtfofaSKtSlSSir ^^^^^^^^^ r « " ' 0' 
references «ould be the £^Z^^r a£\jTj!^S^- ^ ""'^ '"^ 

(a)a?S!nrS;ii&tel 

laler-filed US application would Si h/^L i„S , ^ "'^P^'^'" "r publication of the second, 
.ed lA has proper su^S^^^lS^S u^o^ af ^eS'^y 

published in Eng'lish unSerPCT aS "1(2? 2°°° 

apXtnlCa?S:"s«^^^^^^^^ 

under PCT Article 21 (2) by WlPO havf the Tlo5f^\ nHn^^^^^ ^ " ""^^ P"''"''''^^ ^"9"^^ 
§1 1 1(a). No benefit of the'iniematbna. f .n| S oTa v Sff nnn 1?''"'' ^? ^""^ '^^^ ""'^^^ 
for § 1 02(e) purposes if the lA was published under PCT L^rl So w ^° ^''^ 9'^^" 

English. The lA publication under PCT Artfde 2172^ rinJ^^^^^^^^ ^ '^"^'^^e other than 

&^«^re£SSHiEa 

[Image of Example 8] 
~n^^wa°r^i?i^^^^^^^^^^^ 

publication by WlPO not n Enalish warnn cjoSSIk ' f '["®^"a<'onal application 
(a; was on July 1 . 2003, and a patent granted on § 1 1 1 (a) application was on November 1 . lo04 ] 
The § 102(e)(1) date for the lA publication by WlPO is: None 



http://ww.uspto.gov/web/offices/pac/dann/on1./nr.nc^..v./...n..^ 



htm 10/10/03 



Initial Guidelines Implementing Changes in 35 USC 102(e), 102(g) and 103(c) 

The § 102(e)(1) date for Publication by USPTO is: 01 IVlay 2003 
The § 102(e)(2) date for the Patent is: 01 May 2003 
Spt 20^02)''""°" ''"^ '''''' § ^ 02(a) or (b) as of its publication date (01 

Additional Prionty/BenefiLCIa^ 

or -prS~ ^^^^^^^ li^ T^^^on (whether provisional 

US application publication and pInt wouW stfhLvl a?i^^^ ^"'O- ^^e 

the later-filed § 11 1 (a) application in the examX above (oTm^^^ 2003° " '''' °' 

later-filed US application would still beXaSfilSn^ P^'^'cation of the second, 

example above (01 May 2003) ^ ''^'^ of the § 1 1 1 (a) application in the 

Noven.ber29.2000(.angua^e^ofth\"S»^^^^^^ 
th:Vatn^^^ 

have the § 102(e) prior art date of its actual us SiiS^n^^^^^^ ^ ^ 'f^.P""' *° November 29, 2000 
international filing' date (nor any US fiS dite! oZf^lLTv ^ ^ ^° °^ ^'^^ 
purposes if the lA was filed prior to SmS 2^^^^^^ ^'T § ^ ^^(e) prior art 

(2) does not have a prior art date undeTSuifh^?. Publication under PCT Article 21 
29. 2000. The lA publication under PCT Art^^^^^^^ A was filed prior to November 

its publication date. ^^^^ ^PP''^^ under § 102(a) or (b) as of 

[Image of Example 9] 

~nVA)t^^^^^^^^^^ depicting: an international 

application publication by WIPoTn any Saafw^^^n ^^'""^ ^' ^^^^i the international 

application claiming the Lefit of the n rioMA fH^ n ^^P'^^^f ^ • 2000; a § 1 1 1 (a) 
USPTO under § 1 11 (a) was on Dec^BmbPr r 9nm ^"^^ °«^«"iber 1 . 2000; a publication by the 
on August 6. 2002.] ^' = " 9^^"^^^ on § 1 1 1 (a) application 

The § 102(e)(1) date for the lA publication by WlPO is: None 
The § 102(e)(1) date for Publication by USPTO is: 01 DEC 2000 
The § 102(e) date for the Patent is: 01 DEC 2000 
X'"""" ^"'^ § 102,a, 0, ,6) as of its publication da,e ,0, 

Additional Pripritv/RBriPfif ri^^jms;, 

USapp„oa,,o„pu*a.,o„a„dpa.n^^.:„»^^^^^ 
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later-filed § 1 1 1(a) application in the example above (01 DEC 2000). 

S:mKov?(??^^^^^^ ^2^001 '''' § ' apJli^cLlion in t^ ■ 

or by e-mail addressed to Jeanne.Clark@USPTO.gov or R!)bert.cSke@USPTCl 
Date:12m/02 Signed: /s/ 



STEPHEN KUNIN 
Deputy Commissioner for Patent 
Examination Policy 

STfoSareSo ^^^^^^^^^^^ ^.^h^ °r ^ «-ted in paper 

received, however, this revised version ofthrNofice lddrti^^^^^^^ "'^ "f """ments 

Practice" in Section IV of the Discussion por^on some fu^^er "dSm °' P""? P""'^ "<^> ^'"^^ 

Discussion portion, and some minor edits In addiZ Item B ormelinntTn. p " ^"'P'^lS and 6 in Section V of the 
of the Discussion portion and part (c)(ii) of "(4) D^ermine ttie aooroor^ate 6 inp^T^^^^^^ P""* "^'^ P^^^^^P'' °f Section II 
the guidelines below and examples set forth unde pTv" in IS iv nfl^^n^^^ ^""^ reierencB by following 

the filing dates of internafional applications that designate the US Z X Jri n^'^n^f '°" ^k^"" ^^^^ "^^^ '^^'^"^ ^ 
dates under 35 U.S.C. § 102(e) under certa n ciraS^ (wh ch are filing dales in the US) are only treated as prior art 

supercedes the original Noti'ce circumstances. This revised Notice signed December 1 1 , 2002. therefore 

'^"^P^T:!:^^:',^^^^^^ "led pnor to November 29. 2000, § 102(e) pnor to 

ev3^v:ersX^in^;^^^^^^ 

K^mSj 29' 199a ^ ' § °' ^'^^ ^PP"<=-''le only to applications filed on or 
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410 558 0174 p. 02 



OFFICE 



In re Patent Application of 
RAMASUBRAMANYAN 
Appl. No. 09/578,507 
Filed: May 26, 2000 



Atty, Ref.: 2827^ 
Group; 1636 
Examiner: Sandals 
For METHODS OF DNA PURIFICATION AND PURIRED DNA 



♦ * 



Cornmissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 



Sir: 



ocr 




RULE 131 npri i^p^T|ofj 
'.Na.ar^RAMASUBRAMANyAN,d„he,ebydec.«an<isU.e«,a.: 



' ^ inventor of the subject 



application. 



matter claimed in the above-identified 



7d2433 



□CT-10-2003 09: 

^ 22 CPMBREX BIO SCIENCE BflLT 



RAMASUBRAMANYAN 

410 558 0174 p. 03 

Appl. No. 09/578,507 



rate 0, 5 m./.i„. The . ,„,,^ ^ ^ ^ ^^^^ 

'-3MA..,„|„„Su,fa.e.o1MA.,«.„„Su«a.opH7,4over6co,u.„ volumes. 

-.^eso^ea.p«„.,.«,,,„„,„,,„^^^^^^^^^^_^^^^^^^^^^^^ 
>«lK.«yo,«« appllcatK^ <„3„y patem ,«uiog mereon. 



By: A /l/:^-^^ — 

Mdlaiajan KAMASUBRAMANYAN 
Date: /o/of/eS 
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TOTAL P. 03 



123 Purification Update 
Butyl 650S on Q elution PD3 

SUM... in pH 7,4^ The co'lu^^'T^'n' r^SS^^ '^'^'^'^ ""^ 

e^^LTiTu.fp^t'z™' 'c'™ ^"-^ ^ 

agarose gel with 5X diWo„ r^,;" X'S"?' ™'"" «■ «, 46 ; were run on 

Kngaie i). fraction 33 and 44 were diluted 20X and assayed on HPLC. 

Figure 4 shows HPLC profile of standard 

I T"^ P™^^' ^P'« '"^ded on colunm 
Figure 6 shows HPLC profile of Fraction 33 
Figure 7 shows HPLC profile of Fraction 44' 

Conclusions: 

..axe.P.o.o„44o„«PLC..„^S.?-:r-S.S"42rLt^^^^ 
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PD-3 HfC 




SupercoiledDNA Ladder 
Starting Material, 5x dilution 
Fraction 3 1, 5x dilution 
Fraction 33, 5x dilution 
Fraction 42, 5x dilution 
Fraction 44, 5x dilution 
Fraction 46, 5x dilution 
lambda DNA/Hind Ladder 



#1 
#2 
#3 
U 

#5 

#6 

#7 

#8 



Page I 



M. 

Report Method: 
For Sample: 
Proc Chan: 
Channel Descr: 




Vial: 



Sample Name: 
Vial; 

Injection: 
Channel : 



SampleWeight : 

Processing Method 
1.00—^ 



40 STAnv>A^D 
2 

486 



Version: 2.10 
Injection; 2 



Dilution: 




Page: 1 of 1 
Channel: 486 



Sample Type: CJnknovn 
Volume: ^q.OO 
Run Time: 



40.0 min ''^f'^^^^,^ " 
1.00000 



i * 



,'H"nr Sample : 

i F 

V ^^^nnei Oescr: 



0 pd 




*^C rr; J or; : 2.10 
Injection: 1 



l^'soo: 1 of ] 
Channel: 



Sample Name: 
Vial: 

Injection: 
Channel : . 

SampleWeiqht : 
Processir.y Method: 



Q Pd3 -p^3.,-y 

2 
1 

486 



1.00000 
120998A 



Sample Type: 
Volume: 
Run Time: 

Dilution: 



Unknown 
20.00 
^0.0 min 

1.00000 




^056 



Report Method: clientl23 

Proc Chan; 486 
Channel Descr: 



fl" 1 0 2003 ^ 



Si 

Vial: 

Injection; 
Channel: 



SampleWeight : 



Processing Method: 



0.06- 



§0.04- 



0.02 — 



0.00- 



Project Name: 

1 

1 

486 

1.00000 
120998A 



20.00 
Peak Rest i lis 



Version: 2.10 



Page: 1 of l j 



Sample Type: 
Volume: 
Run Time: 

Dilution: 




Minutea 



25.00 




Unknown 
40.00 
40.0 min 

1-00000 



AM 




for Sample: 
Proc Chan: 
Channel Descr: 
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Injection: 3 



Channel: 486 



Vial: 

Injection; 
Channel ; 

SampleWeight: 
Processing_Method 



0.06 



Project Name: 

1 
3 

486 

1.00000 
120998A 



Clientl23 



Sample Type: 
Volume: 
Run Time: 



Dilution: 



Unknown 
40.00 
40.0 min 



1.00000 




